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Application Papers 

9) D The specification is objected to by the Examiner. 
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DETAILED ACTION 



This Office Action is in response to the Applicants' amendment filed December 9, 

2005. 



Information Disclosure Statement 

The objection to the information disclosure statement has been withdrawn due to 
the amendment filed. 



Specification 

The objection to the abstract of the disclosure has been withdrawn due to the 
amendment filed. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 29-31 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-5 of U.S. Patent No. US 
6,835,981 B2 in view of Huang et al. (6,037,199). 

In regard to claim 29, U.S. Patent No. US 6,835,981 B2 teaches a semiconductor 
chip comprising: a base substrate; a layer on a part of the base substrate, having a first 
device-fabrication surface in which a bulk device is positioned; a pn junction formed in 
the layer and positioned above an interface between the base substrate and the layer; 
an SOI device region having a buried insulator on the other part of the base substrate 
and an SOI layer on the buried insulator, the SOI device region having a second device- 
fabrication surface in which an SOI device is positioned on the SOI layer, the first and 
second device-fabrication surface being positioned at a substantially uniform level; a 
first isolation formed in the layer so as to separate the bulk device, and a second 
isolation in the SOI device region so as to separate the SOI device, the first and second 
isolations being substantially the same depth and having a depth reaching the buried 
insulator; and a boundary layer located at a boundary between the layer and the SOI 
device region. 

In regard to the layer being epitaxially grown, "[E]ven though product-by-process 
claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
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production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 
966 (Fed. Cir. 1985). See MPEP § 2113. 

In regard to claim 30, U.S. Patent No. US 6,835,981 B2 teaches the layer being a 
silicon layer, and the boundary layer reaches the base substrate and is made of one of 
polysilicon or silicon-based compound semiconductors. 

In regard to claim 31, U.S. Patent No. US 6,835,981 B2 teaches a third isolation 
positioned at the boundary and functioning at the boundary layer, wherein the first, 
second, and third isolations are of substantially the same depth. 

However, U.S. Patent No. US 6,835,981 B2 fails to teach a single crystal layer. 

Huang et al. teach a single crystal layer 5a (Figures 2 and 9, column 3, lines 22- 

27). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the semiconductor chip structure as taught 
by U.S. Patent No. US 6,835,981 B2 with the semiconductor chip having a single crystal 
layer as taught by Huang et al. to increase device performance while still increasing 
device density (column 1, lines 13-15). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 29-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Furukawa et al. (US 6,555,891 B1 ) in view of Huang et al. (6,037,199). 

In regard to claim 29, Furukawa et al. teach a semiconductor chip 10 comprising: 
a base substrate 12; a layer 15 on a part of the base substrate 12, having a first device- 
fabrication surface in which a bulk device 50 is positioned; a pn junction (formed by 
91/92 & 94) formed in the layer 15 and positioned above an interface between the base 
substrate 12 and the layer 15; an SOI device region 90 having a buried insulator 16 on 
the other part of the base substrate 12 and an SOI layer on the buried insulator 16, the 
SOI device region 90 having a second device-fabrication surface in which an SOI 
device is positioned on the SOI layer, the first and second device-fabrication surface 
being positioned at a substantially uniform level; a first isolation 67 formed in the layer 
15 so as to separate the bulk device 50, and a second isolation 68 in the SOI device 
region 90 so as to separate the SOI device, the first and second isolations 67 & 68 
being substantially the same depth and having a depth reaching the buried insulator 16; 
and a boundary layer 22 located at a boundary between the layer 15 and the SOI 
device region 90 (Figure 11, columns 3 and 7, lines 1-26 and 6-35, respectively). 

In regard to the layer being epitaxially grown, "[E]ven though product-by-process 
claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 



Application/Control Number: 10/828,337 Page 6 

Art Unit: 2822 

from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 
966 (Fed. Cir. 1985). See MPEP § 2113. 

In regard to claim 30, Furukawa et al. teach the layer 15 being a silicon layer, 
and the boundary layer 22 reaches the base substrate and is made of one of polysilicon 
or silicon-based compound semiconductors (Figure 11, column 4, lines 9-15). 

In regard to claim 31, Furukawa et al. teach a third isolation 65 positioned at the 
boundary and functioning at the boundary layer 22, wherein the first, second, and third 
isolations 67, 68 & 65 are of substantially the same depth (Figure 1 1 , columns 3 and 7, 
lines 1-26 and 6-35, respectively). 

However, Furukawa et al. fail to teach a single crystal layer. 

Huang et al. teach a single crystal layer 5a (Figures 2 and 9, column 3, lines 22- 

27). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the semiconductor chip structure as taught 
by Furukawa et al. with the semiconductor chip having a single crystal layer as taught 
by Huang et al. to increase device performance while still increasing device density 
(column 1, lines 13-15). 



Allowable Subject Matter 

Claims 32-48 are allowed. 
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Response to Arguments 

Applicant's arguments with respect to claims 29-31 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following patents are cited to further show the state of the art with respect to 
semiconductor chip structures: 

Osanai (US 6,465,846 B1 ) Sun (5,399,507). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ida M. Soward whose telephone number is 571-272- 
1845. The examiner can normally be reached on Monday - Thursday 6:30am to 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zandra V. Smith can be reached on 571-272-2429. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




